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Sir: 



PRE-APPEAL BRIEF REMARKS 



The current Final Office Action asserts in the paragraph spanning page 3 and 4 that 
"(when both a client device and an attached cable modem are initialized, external modems 
periodically transmit a 'heartbeat ' signal over the interconnection which constantly updates the 
client device regarding the state of the modem, wherein said 'heartbeat ' signal includes the most 
recent IP address assigned to the modem by the DHCP server 110)". 
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Thisrejection is fatally flawed for at least the following reasons: 

• The Office Action never cites a passage of Lim or any other reference of record to 
support this assertion, and the undersigned can find no such teaching. 

• The Lim reference never even uses the word "heartbeat". 

• The only relevance of Lim seems to be that Lim shows a cable modem connected to a 
PC, and discusses a DHCP assigning IP addresses. The reference is totally silent on how 
a PC learns the IP address of a cable modem used for communication between the PC and 
the cable modem. While Lim discusses use of a DHCP request to obtain an IP address 
from the DHCP server, there is no relevant teaching whatsoever of the subject matter of 
Applicant's claims. 

The Office Action further asserts (second paragraph of item #4) that the "main circuit 
board determines IP address of the modem (also an inherent feature,..) Applicants submit that 
such is not inherent and even if it were inherent, there is no teaching in Lim adequate to meet 
most of the other claim limitations. 

MPEP 1112-IV states that an Examiner must provide a rationale or evidence showing 
inherency. No such rationale or evidence has been presented; we are left with a bare allegation. 
Applicants submit that the allegation is false. Evidence submitted herewith from "Robin 
Walker's Cable Modem Pages" indicates that in most circumstances, the main circuit board 
would have no reason to "determine" the IP address of a modem, since the standard address of 
192.168.100.1 could be used to communicate with the modem. Other mechanisms are discussed 
for determination of a cable modem IP address in other circumstances - none of which meet the 
claim features. Thus, the broad assertion made in the Office Action is not supported by the 
evidence and an unsupported rejection based on inherency cannot be upheld. 

Consider the following analysis of claim 1, by way of example and not limitation 
(bearing in mind that each and every word of the claims must be considered in making a 
determination regarding patentability). This analysis is restricted to claim features asserted to be 
shown in Lim, since the secondary reference is only submitted to show a cable modem in a set 
top box: 
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1 


In a Set-Top Box configured with a modem and a 
Main Circuit Board where the Main Circuit Board 
is connected to the modem via an 
interconnection, a method of enabling the Main 
Circuit Board to determine the IP address of the 
modem, comprising: 


Lim is silent about how the modem 
obtains the IP address of the cable 
modem. 


2 


at the modem: 
periodically broadcasting a Discovery Packet 
over the interconnection from the modem to the 
ividin ^iiluu DUdiu, uy auurcsMiig iiie i-/iMx>very 
Packet to a broadcast address that can be received 
by the Main Circuit Board, the Discovery Packet 
comprising at least the IP address of the modem 
in order to permit the Main Circuit Board to learn 

11 1C lllVJLiCIil o IX dvllll wod, 


No disclosure of a discovery packet in 
Lim. 

No disclosure of a broadcast address in 

T i m 
L^lIIl. 

No disclosure of a broadcast discovery 
packet containing an IP address. 
No disclosure of a discovery packet 
being addressed to a broadcast address 

r\j thf» mnin circuit nruiTYi 

No disclosure of periodic broadcast of 
such discovery packet. 


3 


And at the Main Circuit Board: 
monitoring the interconnection for receipt of 
broadcast Discovery Packets addressed to the 
broadcast address; 


No disclosure in Lim of monitoring an 
interconnection for a broadcast 
Discovery packet 


4 


receiving the broadcast Discovery Packet 
addressed to the broadcast address at the Main 
Circuit Board from the modem over the 
interconnection; and 


No disclosure of receiving a discovery 
packet in Lim. 

No disclosure of a broadcast address at 
the main circuit board in Lim. 
No disclosure of a broadcast discovery 
packet being addressed to a broadcast 
address of the main circuit board. 


5 


Ascertaining the IP address of the modem from 
the broadcast Discovery Packet. 


No disclosure of any mechanism for a 
main circuit board to ascertain an IP 
address in Lim. 



Similar arguments can be made for each of the other claims. 

In view of the above, it is clear that there currently exists no sustainable rejection of 
record. Lim fails to teach practically every feature of claim 1 . Applicants accordingly request 
that the present application be allowed or passed to the Board of Appeals and Interferences for 
final resolution. 
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Further Remarks: 

While the above is fully adequate to overcome the current final rejection, Applicants wish 
to address issues raised during a recent interview. Examiner Tran asserts that all claims are 
anticipated by a Microsoft reference (which is not been cited and made of record) and therefor 
since Lim uses addresses obtained from a DHCP server, the claim features are anticipated. If 
understood, the rationale Mr. Tran apparently used is that on setup or initialization, the cable 
modem receives an IP address from the DHCP server. If a new IP address is assigned from the 
DHCP server, the cable modem becomes non-responsive and the user reboots the system 
(resulting in a new initialization) in order to acquire the new IP address. Applicant has no idea 
why Mr. Tran considers this relevant to the claims which call out a specific technique for the 
cable modem to periodically update the main circuit board in the event a new IP address is 
assigned. 

Assuming arguendo that Mr. Tran's assertion is correct (not an admission), he still fails to 
address any of Applicants' claim limitations. Moreover, he seems to contradict the assertion of 
the present Office Action that alleges that a "heartbeat" signal is periodically transmitted by the 
cable modem to keep the main circuit board "constantly updated" with the latest assigned IP 
address. If this were the case, presumably, the period of transmission would be short enough to 
eliminate failure of the cable modem and the need for the rebooting, which Mr. Tran asserts 
would cause a re-initialization. 

Applicants reiterate that, while Mr. Tran's oral arguments are gratuitously addressed 
herein even though they have not been formally presented, the Examiner is required under MPEP 
2142 to establish a prima facie case of unpatentability in which each and every word of the 
claims is considered. Unsupported assertions of inherency and rejections (or sustaining of 
rejections) without benefit of citing prior art to support the position is improper, 
counterproductive and unnecessarily costly to the undersigned's client (and the USPTO's client). 
Such assertions have resulted in the filing of the present appeal. 

All claims are believed clearly allowable and such allowance is respectfully requested at 
an early date. 
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